JUN. 8.2004 2:07PM INVISTA 


NO. 859 P. 14 


US. Patent Application No. 09/994,102 
Attorney Docket No. PIl 140 US NA 

REMARKS 

Tlie Office Action niailed March 19, 2004 has been received and carefoUy considered. 
Upon entry of the present amendments, claims 1-22 will be currently pending, of which claims 
17-20 have been withdrawn. Claims I, 9-1 1, and 13-14 stand rejected under 35 U.S,C. § 1 12, 
second paragraph as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which Applicants regard as their invention. Claims 1-16 stand rejected under 35 
U.S.C. § 103(a) as assertedly obvious over U.S. Patent 3,631,191 to Kane et al. CTCane") in view 
of U.S. Patent 5,512,695 to Kreutzer et al. ("Kreutzer"). Reconsideration in light of the 
preceding amendments and the following remarks is respectfully requested. 
I. Restriction Requirement. 

The Examiner has asserted that the AppJication is directed to two independent and 
distinct inventions and has restricted the Application under 35 U.S.C § 121. The claims as 
grouped by the Examiner appear as follows: 

I. Claims 1-1 6, drawn to a method of making a catalyst, classified in class 502, subclass 

162- 

IL Claims 1 7-20, drawn to a process for making nickel chloride, classified in class 23, 
subclass various, depending on the method used. 

The Examiner has asserted that the claims of Groups I and 11 are unrelated. Office 
Action at pg, 2. Inventions are unrelated if it can be shown that they are not disclosed as capable 
of use together and they have different modes of operation, different flmctions, or different 
effects. MPEP §§ 806.04, 808,01. The claims of Groups J and E are said to have different 
effects, the first effect being to make a nickel catalyst, the second to make anhydrous nickel 
chloride. 
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As stated by the Examiner, the MPEP requires that for a restriction to be proper in this 
case, the Examiner must show that the inventions are not capable of use together in addition to 
different modes of operation, function or effect Applicants respectfully submit thai the 
Examiner has not set forth how the inventions are incapable of use together, hi fact, the claims 
of Group n clearly can be used together with the claims of Group I. For example, claim 12, 
found in Group I, is directed to a nickel catalyst production process that uses anhydrous nickel 
chloride made by the process of claim 1 7. 

The sections of the MPEP cited by the Examiner in making the restriction requirement 
give the following examples of the types of inventions that are contemplated as not usable 
together: a locomotive and a shoe or a process for painting a house and a process for boring a 
welh See MPEP § 806.04(A). A process for preparing a hydrocyanation catalyst using nickel 
chloride and a process for producing anhydrous nickel chloride are not the types of disparate 
processes exemplified in the MPEP as not usable togedicr such that a restriction requirement 
under 35 U.S.C, § 121 is proper. 

Furthermore, if a search and examination of an entire application can be made without 
serious burden, then the examiner must examine it on the merits, even if it includes claims to 
distinct or independent inventions. MPEP § 803. Because the Examiner has already examined 
claims 12-15, which are directed to a process of preparing a hydrocyanation catalyst using 
anhydrous nickel chloride produced by a process as found in claims 17-20, Applicants 
respectfully submit that the Examiner must ah^y have done most of the work necessary to also 
examine claims 17-20 when examining claims 12-15. 

Applicants confirm the provisional election with traverse mad© by Gerald Dcitch, Esq. 
during a teleconference with the Examiner on August 6, 2002 in which the claims of Groups I 
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were elected with traverse. Nevertheless, in spite of the provisional election and for at least the 
reasons stated above, Applicants continiic to traverse the Restriction Requirement and 
nespectfuUy request that claims 17-20 also be examined in this Application. 
n. Declaration. 

The Exammer has objected to the declaration as defective for failing to identify the 
residence of each inventor. The Examiner states the residence infomiation was improperly 
identified instead on the power of attorney submitted with the Application. Applicants 
respectfully traverse the objection. 

The declaration filed with the Application was Fonn PTO/SB/01 A, •'Declaration (37 CFR 
1.63) for Utility of Design Application Using an Application Data Sheet (37 CFR 1.76)" as 
provided by the Patent OfBce and which does not contain any location to list inventor residences. 
An Application Data Sheet was submitted along with the Application that identified the 
residence of each inventor and which it is believed complied with the Patent Office's Application 

Data Sheet guidelines at the time the Application Data Sheet was filed. 

As permitted by 37 CFR § 1.63(c), AppKcants lespectfolly submit that they have 

complied with 37 CFR § 1.63 by filing Fonn PTO/SB/Ol A and an Application Data Sheet that 

identified the residence of each inventor. Therefore, the declaration is not defective and no 

additional material need be submitted. 

IIL Amendments to the ftp egifi efttion. 

Two amendments have been made in the specification to correct typographical errors and 
add no new matter to the Application. 
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TV. Am endments to the claims. 

Claims 1,9-11 and 13-14 have been amended. Applicants thank the Examiner for his 
attention to detail in identifying several typographical errors and his assistance in putting the 
claims in better form. Applicants submit that the claim amendments obviate the Examiner's 
rejections under 35 U.S.C. § 112, ^ 2. 

New claims 21 and 22 have been added. Support for all of the amendments is found at 
least at page 5, lines 3-15 and throughout the specification as originally filed. No new matter is 
added is added by way of the amendments. 
V. Reiecfi nn under 35 U.S.C. 8 

Qaims 1-16 stand rejected under 35 U.S.C. § 103(a) over Kane in view of Kreutzer. This 
rejection is respectfully traversed in view of the claims as amended. 

Kane teaches a mefliod for making zero valent nickel complexes. The process involves 
reacting a divalent nickel compound with a reducing metal in the presence of a triaryl phosphite 
in a solvent comprising a saturated aliphatic dinitrile. See Kane, col. 1, lines 54-56. The 
reducing metal is more electropositive than Ni. Id. at col. 2, lines 15-16. 

The Examiner states that Kreutzer has been cited to show thatbidentatc phosphite ligands 
are known to be used in the prqjaralion of nickel catalysts and that it would therefore have been 
obvious to one of ordinary skill in the art to apply the teaching of Kreutzer with the disclosure of 
Kane to arrive at Applicants' claimed invention. See OlBce Action at pg. 4. 

Even assuming, arguendo, that one of ordinary skill in the art would have been motivated 
to combine the bidentate phosphite IJgands of Kruetzcr with the catalyst synthesis method 
disclosed in Kane without reference to AppUcants' own disclosure, Kane does not teach, disclose 


14 


PAGE 17/21 ' RCVD AT 6/8/2004 3:05:09 PM [Eastern Dayligtd Time]* SVR:USPT0£F}(RF-1/1 * DNIS:8729306 * CSID:13029993881 ' DURATION (inm-ss):0442 


JUN. 8.2084 2:08PM INVISTA 


—NO. 859 -^.18 


U.S. Patent Application No. 09/994.102 
Attorney Docket No. PIl 140 US NA 

or suggest a process for making a hydrocyanation catalyst in which nickel chloride is in molar 
excess with respect to the reducing metal in a molar ratio of 2: 1 to 1 00: 1 . 

Rather, Kane specifically teaches away from using a molar excess of nickel chloride. 
•The metal used for reducing the nickel halide from Ni^ to Ni° is preferably zinc or copper 
which is present in at least a one molar amount with respect to the nickeL*' See Kane, col. 2, 
lines 27-31. Thus, Kane teaches that the reducing metal is equal or greater than the nickel, not 
that nickel chloride is in molar excess to the reducing metal in a molar ratio of 2:1 to 100:1 as in 
Applicants' claimed process. It should be appreciated that Applicants' molar ratios of nickel 
chloride to reducing metal may be compared to Kane*s molar ratios of nickel to reducing metal 
as one mole of nickel chloride contains one mole of nickel. 

Despite Kane's explicit teaching, a single example in Kane demonstrates a molar ratio of 
nickel that sli^^itly exceeds that of the reducing metal, but which does not approach Applicants' 
claimed range of ratios of 2:1 to 100:1. AppUcants have calculated the nickel to reducing metal 
ratios in the exemplified catalysts of Kane. The results are shown in the following table, whUe 
Applicants* stoichiometric calculations are shown at Attachment A. 


Example No. 

Reducmg Metal OleM) 

Molar Ratio (Ni:ReM) 

I-IV 

Zn 

1:1 

V 

Me 

0.25:1 

VI 

Th 

1.16:1 

vn 

Cu 

0.6; 1 


As demonstrated above, only Example VI has a molar excess of nickel; thus Kane^s 
examples support Kane's explicit teaching away from Applicants' claimed molar ratio of 2: 1 to 
100:1 of nickel chloride to reducing metal » 

Kreutzer docs not teach any process of making a hydrocyanation catalyst from nickel 
chloride and a reducing metal, thus Kreutser does not overcome the deficiency of Kane. 

IS 
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Therefore, because neither Kane nor Kreutzer, alone or in combination, teach, disclose, or 
suggest Applicants' claimed invention, the rejection should be withdrawn. 


16 


PAGE 19/21 * RCVD AT W8I2004 3:05:09 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1/1 ' DNiS:8729306 ' CSID:13029993881 * DURATION (mni-ss):0W2 


JUN. 8.2004 2:08PM INVISTfi 


'NO. 859 -p. 20 


U.S. Patent Application No. 09/994,102 
Attorney Docket No. PIl 140 US NA 

CONCLUSION 

For at least the reasons stated above, claims 1-16 and 21-22 gre fa condition for 
aUowance. Accordingly, Applicants respectfully request that upon entry of the amendments, 
claims 17-20 be rejoined to the Application and that the Application be allowed and passed to 
issue. In the event any outstanding Issues remain, Apph-cants would appreciate the courtesy of a 
telephone call to Applicants' undersigned representative to resolve such issues in an expeditious 
manner. 


Date: ^ WjiuoSC . 2004 


Respectfully submitted, 


INVISTA North America S.^.l. Charles E. Krukiel 

P.O. Box 80025 Attorney for Applicants 

Legal - Bldg. 722AVR1029 Registration No 27,344 

Wilmmgton, Delaware 19898 
Tel.; (302) 999-3708 
Fax: (302) 999-3881 
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Attaehmen-t A i 

Molecular.weights of relevant compounds/elements (Sargent-Wclch Scientific Co. Periodic Table): 

Ni - 58.70 g/mol CI = 35.453g/mol I = 126.905 g/mol 

Niai = 129.606 g/moINUj = 3I2.5J g/mol 

Zn = 65.38 g/mol Th = 232.038 g/mol Cu = 63.546 g/moI 

Examples I-IV: 

Amounts: 54 g NiCla and 27.5 g Zn (See Kane, col, 2. lines 58-60) 

54 g NiCla X 1 mol NiCla /] 29.606 g NiQj = 0.42 mol NiCb =0.42 mol Ni 

27.5 g 2n X 1 mol Zn/65.38 g Zn = 0.42 mol Zn 

Example V: 

Amounts: 1 .3 g NiCla and 1 g Mg (See Kane, col. 3. lines 61-63) 

1,3 g NiCl2 X I mol NiCl2 /129.606 g NiCIz = 0.01 mol NiCla =0,01 mol Ni 

1 g Mg X 1 mol Mg/ 24 305 g = 0.04 mol Mg 

Example VI: 

Amounts: 1 .3 g NiQj and 2 g Th (See Kano. col. 4. lines 1-2) 

1 ,3 g NiCt X 1 mol NiClj /129.606 g NiCla = 0.01 mol NiCla = 0.01 mol Ni 

2 g Tb X 1 mol Th/232.0381 g Th = 0.0086 mol Th 

Example VII: 

Amounts: 3 g NUj and 1 g Cu (See Kane, col. 4, lines 10-11) 

3 g Nila X 1 mol Nila /3 12.51 g Nit = 0.096 mol Nife = 0.096 mol Ni 
1 g Cu X 1 mol Cu/63.546 g Cu = 0.157 mol Cu 
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